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Protecting Full-Term Validity of your patent portfolio
Weston R. Gould, Ph.D. J.D.
The recent grant of a writ of certiorari in Microsoft v. i4i,
 raised the interests of many patent holders around the world.  Inventors and corporate patent owners alike should stand up and take note of this potentially doctrine changing case.  The issue before the Court is whether a party asserting invalidity of a patent, such as a potential infringer, must establish invalidity by the heightened clear and convincing evidence standard when the references used to establish invalidity were not considered by the examiner during prosecution of the application.  This high presumption of validity provided to the inventors or owners of issued patents for at least 27 years could be substantially undermined by a decision lowering the burden of persuasion required to show invalidity and could reduce the confidence a patent holder has in the value and validity of all issued patents.

Supporters of a lower burden of persuasion assert that the current clear and convincing evidence required to show invalidity is a new fabrication of the Court of Appeals for the Federal Circuit stemming from American Hoist & Derrick Company v. Sowa & Sons, Inc.
  These supporters argue that historically the courts were charged with determining patent validity such that the USPTO has only the nominal role of screening out patents that are clearly not patent eligible.
 These supporters assert that nothing in §282 changes this historical relationship between the USPTO and the courts.
The USPTO was created in part “for the granting and issuing of patents,”
 which “shall be presumed valid.”
 The congressionally established role of the USPTO is, therefore, far more substantial than merely screening out ineligible applications.  Each patent application undergoes a validity assessment during prosecution where “a qualified government agency presumed to have properly done its job, which includes one or more examiners who are assumed to have some expertise in interpreting the references and to be familiar from their work with the level of skill in the art and whose duty it is to issue only valid patents” determined that a patent is valid.
 It is well settled that a government agency such as the USPTO is presumed to have properly done its job.
 

The CAFC in American Hoist did not change the burden required to overcome this presumption of validity.  The CAFC held to Supreme Court precedent and the intent of congress.  Prior to American Hoist, the U.S. Supreme Court recognized that patents are due a heightened burden of persuasion for a court to find subsequent invalidity.
  In Radio Corp. v. Radio Laboratories
 Justice Cardozo in reviewing the case law stated: “Through all the verbal variances, however, there runs this common core of thought and truth, that one otherwise an infringer who assails the validity of a patent fair upon its face bears a heavy burden of persuasion, and fails unless his evidence has more than a dubious preponderance.”
 The Supreme Court has, therefore, previously spoken on the issue before the Court this term.  A challenger to a patent’s invalidity must establish that invalidity by more than the traditional civil standard, and instead establish that invalidity by clear and convincing evidence.  
This understanding of the burden of persuasion was codified by Congress when it enacted 35 U.S.C. §282.  Where the prior law was silent as to the presumption of validity, Congress sought to explicitly confirm that a patent issued by the United States is valid and any evidence to the contrary must clearly demonstrate the error of the issuance.  In enacting §282 Congress unequivocally stated simply: “A patent shall be presumed valid.”
  Implicit in this statement is the understanding that overcoming this presumption requires more than reexamining the patent by a court in view of new evidence, but that the new evidence must be substantial enough to overcome the findings of a government office that properly performed its duty.  
The burden of persuasion is directly tied to the extent of the presumption of validity. Proponents for lowering the burden to overcome this presumption question whether the same presumption of validity can be established when the Office did not consider contrary evidence.  To apply a lower burden of persuasion anytime unconsidered references exist leads to the ludicrous result that is that a patent is no more likely valid than invalid unless all possible references were considered by the examiner during prosecution.  This is contrary 35 U.S.C. §282 that without qualification establishes in all circumstances that “a patent shall be presumed valid.”
  Lowering the standard to a preponderance of evidence typically used in civil cases all but eviscerates this presumption.  Congress left no room in the simplicity of this statement for an interpretation that a patent shall be presumed valid unless evidence exists not considered by the USPTO.  The simplicity of the language of §282 alone indicates Congressional intent that issued patents are valid beyond a mere preponderance of the evidence.

Whether or not the forthcoming decision of the Supreme Court is in accord with this author’s views, lower courts will be challenged with interpreting the holding.  This could lead to a period of uncertainty where confidence in validity of issued and future patents will be questioned.  Current patent applicants need to be assured that their resulting patents will be protectable for the entire term.
Protecting a high burden for your future portfolio:  A prudent attorney may wish to consider whether or not citing a duplicative reference in an IDS is actually a benefit to the client.  The question before the Court is limited to a lower burden of persuasion when asserting references not before the USPTO.  Any holding reducing the burden is, therefore, likely to be limited to unconsidered references.  By citing all known references during prosecution, including duplicative references, a patent holder may prevent a potential challenger from asserting a duplicative reference and being granted its use to invalidate a patent by a mere preponderance of evidence.  Beefing up the number of relevant references before the examiner during prosecution may provide patent owner more confidence of success should patent validity be challenged in the future.  This may promote the licensibility of the patented subject matter and help attract investment capital.
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